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DETAILED ACTION 

1 . This action is in response to the amendment filed on 07/28/2006. 

2. The rejection under 35 U.S. C. 101 because the claimed invention is directed to non- 
statutory subject matter to claims 1-1 1 and 15-16 is withdrawn in view of applicant's 
remarks/arguments. 

3. The rejection on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable over claims 1-29 of copending Application No. 09/589,200 in view of Ernst (U.S. 
5,890,133) to claims 1-20 is withdrawn in view of applicant's submission of terminal disclaimer 
filed on 07/28/2006. 

4. Claims 1-20 are pending. 

Terminal Disclaimer 

5. The terminal disclaimer filed on 07/28/2006 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of any patent 
granted on Application No. 09/589,200 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claims 12-14 and 17-20 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 
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. Claims 12 and 13 appear to be a system (apparatus) of software alone, lacking the 
necessary physical components (hardware) to constitute a machine or a manufacture under 101. 
Since claims 12 and 13 are clearly not a process or a composition of matter, they appear to fail to 
fall within a statutory category and thus non-statutory. 

Claims 14 and 17-20 are rejected for failing to cure the deficiencies of the above rejected 
non-statutory claims 12 and 13. 

Claim Rejections - 35 (JSC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art .are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over S. Jablonski, 
"On the Complementarity of Workflow Management and Business Process Modeling", 1995 
(hereinafter "Jablonski") in view of Schmidt, et al. "Extending Aspect-Oriented Programming in 
order to Flexibly Support Workflows", 1998 (hereinafter "Schmidt"). 

Per Claim 1: 

Jablonski teaches storing at least one generic process plan ("The first step is mandatory 
. . . obtain a valid workflow specification'' on pg. 36, 2"^ column, par. 6 to pg. 37, 1^^ column, 
par. 1); storing at least one non-generic process element containing a predetermined pattern 
("Functional Perspective ... activities'' on pg. 37, 1^^ column, par. 4). Jablonski does not 
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explicitly teach searching said at least one generic process plan for the predetermined pattern 
contained by at least one non-generic process element, on detection of the predetermined pattern, 
inserting content from said at least one non-generic process element into the generic process plan 
to generate a process plan, and outputting the generated process plan, wherein instructions for the 
insertion of said content in said step of inserting content are coded into said at least one non- 
generic process element. 

Schmidt teaches searching said at least one generic process plan for the predetermined 
pattern contained by at least one non-generic process element, on detection of the predetermined 
pattern, inserting content from said at least one non-generic process element into the generic 
process plan to generate a process plan, and outputting the generated process plan, wherein 
instructions for the insertion of said content in said step of inserting content are coded into said at 
least one non-generic process element ("Workflow-aspects ..." on pg. 4; "Use the workflow- 
aspects as domain-specific-aspect decomposition" on pg. 7; see "aspect specifications" and 
"aspect implementations" in the figure on pg. 7; where the "Aspect weaver" inserts the content 
of the "aspect implementations" into the "workflow-specification" to generate the "Workflow 
application"). 

It would have been obvious to one having ordinary skill in the computer art at the time of 
the invention was made to modify the method disclosed by Jablonski to include searching said at 
least one generic process plan for the predetermined pattern contained by at least one non- 
generic process element, on detection of the predetermined pattern, inserting content from said at 
least one non-generic process element into the generic process plan to generate a process plan, 
and outputting the generated process plan, wherein instructions for the insertion of said content 
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in said step of inserting content are coded into said at least one non-generic process element 
using the teaching of Schmidt. The modification would be obvious because one of ordinary skill 
in the art would be motivated to separate aspects of a business domain (Schmidt, on pg. 6). 

Per Claim 2; 

The rejection of claim 1 is incorporated, and Jablonski further teaches the steps of 
receiving for storage at least one generic process plan and receiving for storage at least one non- 
generic process element (on pg. 36, 2"^ column, par. 6 to pg. 37, 1^^ column, par. 1; and on pg. 
37, 1'^ column, par. 4). 

Per Claim 3: 

The rejection of claim 1 is incorporated, and Jablonski further teaches each stored generic 
process plan is indexed in accordance with a goal to be achieved by the plan, receiving a goal 
input, and selecting a generic process plan for searching, said selection being in accordance with 
the received goal input (on pg. 34, 2"^ column, par. 1, lines 13-18). 

Per Claim 4: 

The rejection of claim 1 is incorporated, and Jablonski further teaches at least one non- 
generic process element comprises resource information, identifying one or more resources to 
support a process step in a generated process plan (on pg. 37, 1^^ column, par. 6, lines 1-13). 



Per Claim 5: 
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The rejection of claim 4 is incorporated, and Jablonski further teaches each stored non- 
generic process element comprising resource information is indexed in accordance with one or 
more relevant resources (on pg. 37, 1^^ column, par. 6, lines 1-13). 

Per Claim 6: 

The rejection of claim 1 is incorporated, and Schmidt further teaches wherein content of 
at least one inserted process element comprises data ("Workflow-aspects ..." on pg. 4). 

Per Claim 7: 

The rejection of claim 1 is incorporated, and Jablonski further teaches at least one non- 
generic process element comprises context specific method steps or data and is indexed for 
storage according to a relevant context ("Functional Perspective ... activities'' on pg. 37, 1^* 
column, par. 4). 

Per Claim 8: 

The rejection of claim 7 is incorporated, and Jablonski further teaches the context for at 
least one non-generic process element is service type ("Functional Perspective ... activities'' on 
pg. 37, 1^' column, par. 4). 

Per Claim 9: 

The rejection of claim 7 is incorporated, and Jablonski further teaches the context for at 
least one non-generic process element is customer type (on pg. 37, 1^' column, par. 6, lines 1-13). 
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Per Claim 10: 

The rejection of claim 1 is incorporated, and Schmidt further teaches selecting an item of 
content from two or more alternative items of content, said two or more alternative items of 
content being identified from said coded instructions provided by said at least one non-generic 
process element, and inserting the selected content into the generic process plan in generating a 
process plan ("Workflow-aspects ..." on pg. 4). 

Per Claim 11: 

The rejection of claim 10 is incorporated, and Schmidt further teaches wherein the 
selection is domain specific ("Use the workflow-aspects as domain-specific-aspect 
decomposition" on pg. 7). 

Per Claim 12: 

This is an apparatus version of the claimed method discussed above, claim 1, wherein all 
claim limitations also have been addressed and/or covered in cited areas as set forth above. 
Thus, accordingly, this claim is also obvious. 

Per Claims 13-14: 

These are apparatus versions of the claimed method discussed above (claims 1,10 and 
1 1), wherein all claim limitations also have been addressed and/or covered in cited areas as set 
forth above. Thus, accordingly, these claims are also obvious. 
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Per Claim 15: 

The rejection of claim 1 is incorporated, and Schmidt further teaches wherein said 
content inserted from said at least one non-generic process element introduces a new process step 
into the generic process plan (see the figure on pg. 7). 

Per Claim 16: 

The rejection of claim 1 is incorporated, and Schmidt further teaches wherein said 
content inserted from said at least one non-generic process element advises an existing step of 
the generic process plan (see the figure on pg. 7). 

Per Claims 17-18: 

These are apparatus versions of the claimed method discussed above (claims 15-16, 
respectively), wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth above. Thus, accordingly, these claims are also obvious. 

Per Claims 19-20: 

These are apparatus versions of the claimed method discussed above (claims 15-16, 
respectively), wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth above. Thus, accordingly, these claims are also obvious. 
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Response to Arguments 

10. Applicant's arguments with respect to claims 1-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

11. The Examiner suggests the applicant to amend claims 1,12 and 13 to include recitations 
such as "process aspects" and "generic process pattern" as described on pg. 7, par. 4 to pg. 8, par. 
3 of the instant application. 

12. Any inquiry concerning this communication from the examiner should be directed to 
Qamrun Nahar whose telephone number is (571) 272-3730. The examiner can normally be 
reached on Mondays through Fridays from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Wei Y Zhen, can be reached on (571) 272-3708. The fax phone number for the 
organization where this appKcation or processing is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this appHcation or proceeding 
should be directed to the TC 2100 Group receptionist whose telephone number is 571-272-2100. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




QN 

October 13, 2006 




WEi Z^EN 
SUPERVISORY PATENT EXAMINER 



